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Part TTT: Pe* *""< Office Action 

Claims 8-10 and 19-26 are pending and under consideration. 

nh jprtinns and P ortions under ?5 USC QU2: 
5 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 19-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
1 0 for failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims which are drawn to antibodies which bind to proteins having a stated percent identity 
with the disclosed Apo-2 polypeptide (e.g. claims 19 and 20) or to proteins comprising a portion of 
an Apo-2 polypeptide (e.g. claims 21-24) are indefinite for failing to particularly point out and 

15 distinctly claim the subject matter which applicant regards as the invention. To the extent that these 
claims are drawn to antibodies which specifically bind to the disclosed Apo-2 polypeptide, no problem 
exists. However, to the extent that these claims are drawn to variants of Apo-2 or fusions of the 
Apo-2 polypeptide to other proteins, the claims read on antibodies to epitopes that dp not exist in the 
disclosed Apo-2 polypeptide. For example, an encompassed embodiment of claim 22 would be a 

20 fusion protein; giving the claim its broadest reasonable interpretation, antibodies to the heterologous 
portion of the fusion protein would fall within the metes and bounds of the claim. To the extent that 
the proteins to which the claimed antibodies bind may comprise unspecified sequences, the metes and 
bounds of the claims cannot be determined. 

Claim 22 is additionally indefinite because it is not clear whether it is the extracellular domain 

25 which comprises amino acids 54-182, or alternatively whether it is the 'native sequence Apo-2 
polypeptide' which is to comprise those amino acids. Claim 24 is similarly indefinite. 

Claims 25 and 26 are indefinite for failing to further limit another claim with respect to claim 



-2- 



Serial Number 09/020746 
Art Unit 1646 



1, which is canceled. 

The remaining claims are rejected for depending from an indefinite claim. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

5 The specification shall contain a written description of the invention, and of the manner and 

process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 

his invention. 

10 Claims 19-29 are rejected under 35 U.S.C. 112, first paragraph, because the specification, 

while being enabling for antibodies which bind to an Apo-2 polypeptide that consists of the amino 
acid sequence of SEQ ID NO: 1 or to any portion of SEQ ID NO: 1, does not reasonably provide 
enablement for antibodies which bind to any protein comprising a portion of SEQ ID NO: 1, nor with 
antibodies which bind to variants having 90-95% identity with SEQ ID NO: 1 The specification does 
15 not enable any person skilled in the art to which it pertains, or with which it is most nearly connected, 
to make or use the invention commensurate in scope with these claims. 

Claims which are drawn to antibodies which bind to proteins having a stated percent identity 
with the disclosed Apo-2 polypeptide or to proteins comprising a portion of an Apo-2 polypeptide 
are only enabled to the extent that the claimed antibodies specifically bind to the protein having SEQ 
20 ID NO: 1 . To the extent that the percentage identity recitation encompasses proteins with novel 
epitopes, or alternatively to the extent that the comprising language of claims 21-24 may encompass 
epitopes which do not occur in the protein of SEQ ID NO: 1, there is neither adequate written 
description of the claimed antibodies, nor enablement of how to make or use such antibodies. 
Without knowing what such antibodies are or to what they bind, it would require undue 
25 experimentation to determine how to make or use such. 

Advisory Information: 

Claims 8-10 are allowable. 

3 0 Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
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action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 37 C.F.R. § 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee pursuant to 37 37 C.F.R. § 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event will the statutory period for reply 
expire later than SIX MONTHS from the date of this final action. 



Any inquiry concerning tNscomm^ 
whose telephone number is (703) 308-1793. Dr. Spector can normal^ be reached Monday through Friday, 9.00 a.m. 

1 5 If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's supervisor, Gary Kunz, Ph.D., can be reached 

at (703)308-4623. 

Any inquiry ofageneral nature orrelaflngtothestatusof this application or proceeding should be directed to the Group receptionist 
at telephone number (703) 308-0196. 

25 COPIES SHOULD BE SUBMITTED so as to avoid the processing of duplicate papers in the unice, nease <* 

telephone number above when a fax is being transmitted. 

Official papers filed by fax should be directed to (703) 305-4242 or to (703) 305-301 4. Faxeddraft or informal communications 
with the examiner should be directed to (703) 308-0294. 
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